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Your Brand
- Beyond the product / service
- Brand knowledge and goodwill:

- experience, feelings, perceptions, images, thoughts
- unique and memorable aspects of your brand

Only valuable as long as other companies 
don’t use the same unique symbols for your brand
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Topics: Brand Protection 
§ What elements of your brand are, and are not, protectable?  
§ What are the most effective strategies to safeguard your brand 

through intellectual property (“IP”):
– Trademarks, 
– Product trade dress, 
– Packaging trade dress, 
– Copyright 
– Trade secret
– Patents

§ What are the best practices for using and marketing your brand?
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What do these all have in common?
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Trademark
§ Word(s), 
§ name, 
§ symbol, 
§ design, 
§ or any combination 

§ Extremely valuable business asset!
– protect the unique source identifiers against competitors  
– monetized or transferred by licensing or selling a trademark.

§ More than just company logos and product / service names
– distinctive product shape -- color -- design
– packaging shape -- sound -- even smell!

Test: whether consumers find the characteristic to be distinctive and uniquely associated with your product or brand.
Tip: If competitors could use it to trick consumers into thinking they’re buying your product, 

you may be able to trademark it!
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that is capable of distinguishing your 
goods / services from those of others. 



Spectrum of Strength 
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APPLE for apples

THE FIT HEN for eggs
THINMINTS for cookies

DRY ICE for solid CO2
TV BRAND FROZEN DINNER 
for prepacked frozen meals



Considerations in Choosing a Trademark

§ Descriptive and Suggestive marks are attractive from a marketing 
perspective 

– Inform consumers about the nature of the product, not just the source

§ Weaker marks can cause problems long term
– Narrower scope of protection è More difficult to enforce
– Often more popular è More expensive to police

– Difficult to create commercial strength è Competitors can use the terms descriptively

Example: versus SMART BALANCE for “frozen entrees, 
desserts, and frozen snacks”  
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Protecting shape and design
§ Trade dress: the total image of a product that may include a variety 

of features:
– size, shape, color or color combinations, texture and graphics. 

§ The aspects that distinguish a product and identify its source, 
without serving any other significant function.

8



Trade dress
§ Trade dress may be registered if it is:

– non-functional, 
– distinctive and 
– identifies / distinguishes the products of a particular source from those of 

others. 
But first: "product configuration" or "product packaging“?

9



Product configuration: the design or features that are inseparable from the 
product 

US reg. no. 4322502 US reg. no. 3668662 
Class 30: candy and chocolate                 Class 30: candy 

Product packaging: the total image created by the packaging and is conceptually 
separable from the product 

US reg. no. 4033631
Class 30: candy and chocolate                 
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Trade dress: Product v. Packaging

Product configuration à "Acquired Distinctiveness”
§ Acquired Distinctiveness is achieved when consumers can identify the source of the product 

based on its design

US Reg. No. 2990202

Product packaging  à “Inherent Distinctiveness”
§ Packaging is inherently distinctive when it identifies a particular source. 

US Reg. No. 4330229
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Copyright 
§ Copyright law protects an original, creative 

expression fixed in a tangible medium.
§ What it does NOT protect: 

– merely utilitarian articles, ideas, facts, or formulas.
§ Can copyright protect food?  
§ Can copyright protect recipes?
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Can You Copyright Logos?
Test: must reach a requisite level of creativity 
§ Cannot copyright: name or specific colors void of design
§ But: ornate / artistic designs or logos can be copyrighted!

§ Can you copyright a logo? 

§ Can you copyright packaging or product designs?  
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Copyright recommendations
1. Display a copyright notice  

– © ABC Food Company 2018 or
– Copyright ABC Food Company 2018 

2. Seek copyright registration for the 
non-functional aesthetic features
– the U.S. copyright filings fees are inexpensive 
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Trade Secret
§ A company that does not want to disclose its recipe as part of the 

patent application process can rely on trade secret law if:
– The recipe is of limited availability, 
– has economic value, and 
– is kept secret.

Examples of
protected recipes: 
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Trade Secret
§ Unlike patents, there is no process for having a trade secret. 
§ Trade secrets usually require some sort of confidentiality agreement, 

and if an ex-employee reveals the secret, the company can sue for 
monetary damages or an injunction. 
– In 2006, an employee stole the Coke recipe and tried to sell it to Pepsi 

But: If a trade secret is discovered through 
reverse engineering by another company à
there is little protection available.
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Patent - Food technology and processes

§ Patent-eligible subject matter is set forth in 35 U.S.C. § 101: 
“Whoever invents or discovers any new and useful process, machine, manufacture,
or composition of matter, or any new and useful improvement thereof, may obtain a
patent therefor …”

§ The invention must be novel! 
– As long as there is a difference and innovative solution, even on a 

molecular level
§ But: overcoming the novel / non-obvious hurdle under patent law is difficult 

in the food industry, given the custom of borrowing from others (called prior 
art in the patent world).
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Patent - Food technology and processes

§ Food patent examples:
– a utility patent for a method of making microwavable sponge cake, 
– a design patent for Cold Stone Creamery’s signature Strawberry Passion ice cream cake, 
– a design patent issued for Breyer’s Viennetta ice cream cake and 
– a utility patent for fish prepared with heat and pressure so the bones in the fish are edible.   

§ Downside: full intellectual disclosure 
§ Upside: protection from competitors for an extended period of time
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IP, a Recap 
§ Each IP right, while similar, serves a different purpose
§ Not mutually exclusive: more than one form of IP protection may apply!
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Design 
patent:  
shape of 
bottle

Copyright: 
advertising

Trademarks: Coca-Cola and 

Trade 
dress: 
shape of 
bottle

Trade secret: 
the formula



Best Practices: 
Get ahead by staying ahead 

§ Failure to identify intellectual property business assets and develop 
an overall strategy for the IP portfolio – from the start

§ Opting for a piecemeal, after-the-fact, approach after the product / 
brand has been introduced (when it often is too late)

Takeaway: 
Secure your IP rights sooner than later, 

and even before launch!
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Best Practices:
Commercial Strength and Dilution

§ IP rights are strengthened by their marketplace profile
– Long exclusive use, advertising, and heightened public awareness 

increase strength

§ IP rights can be weakened or “diluted” if they are not defended
– If similar marks / designs are allowed to co-exist, consumers become 

accustomed to differentiating between them

§ Be consistent in your use of the trademark or copyright or you 
may weaken your own right!
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Best Practices for Trademarks

§ The less descriptive your trademark, the stronger the mark
§ Trademarks are adjectives – not nouns or verbs

– Ex: Use a Xerox copy machine  v. Xerox these copies
– Ex: I drank 4 Starbucks matcha lattes v. I drank 4 Starbucks

§ Display mark in stylized font or bold, with appropriate 
trademark notice
– Canon® cameras
– KLEENEX tissues

§ Be consistent in your use  
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Trademark Infringement 
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Montauk Juice Factory Inc. et al v. Starbucks Corporation



Trademark Infringement
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US. Reg. No. 
3852499 
for cookies

Pepperidge Farm v. Trader Joe 



Protect Your Brand
“Like any other asset, brand management is very important for the success of the 
company in the market.  ‘If launched and supported effectively, the brand is a 
major corporate resource - sometimes the most valuable financial asset of an 
organization. The brand, as finance, investment, human resources, research and 
development, marketing, information technology and other corporate resources, 
needs authority, rules, proper funding, commitment and management. If thus 
supported the brand-resource will be as effective as any other resource, if not, the 
resource is exhausted.’"

§ Baltador, Lia and Budac, Camelisa, The Value of Brand Equity, Procedia Economics and Finance 
6 ( 2013 ) 444 – 448

§ Olins, Wally, Manual de branding, Vellant, 2009
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